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Please find below and or attached an Office communication concerning this application or proceeding. 



Application No. ^PPpltcant(s) 

; 09/720.550 KYTONENETAL 

Office Action Summary j Examiner i ^ujn^— 

| Mark Halpern , 1731 

-- The MAILING DATE of this communication appears on the cover sheet with the correspondence address 
Period for Reply 

A SHORTENED STATUTORY PERIOD FOR REPLY IS SET TO EXPIRE 3 MONTH(S) FROM 
THE MAILING DATE OF THIS COMMUNICATION. 

( - Extensions of time may be available under the provisions of 37 CFR i :36 a. in no event hcweve r rr.ay a r epiy be time^ ( ed 

i after SIX i'6i MONTHS from the mailing date of this communication 

j - l f the penod for reply specified above is less than th ; rty :30> days a reoiy >v f"e s'accc;, — — c c * h c, 2Z da y s ,v oe ::^s de-ed * r -e , 

; - If NO period f o r reply is specified acove the nax.rr^ stages- ze r zz ,v app , ;r-d -e 5 : x VON'-S ' ; - -t ■ ; ■ • ■ - 

J ■ Fa:!ure *d -"eply within the set or extended period fo r repiv ;v: i s'aCte cause tne arc- ca* cecc-'e ABArjDONFD 3 ; -J S C ^'3: 

I ■ An y r ec y r eceivea by t h e Office 'ate r tha" m r ee ---"'"s a*:e' ^a ■ : < *■ c ■■ ■ -.^ : ■ : . r - . 

| earned patent te'm adjustment See 3~ CFR ' c . 

! Status 

1)0 Responsive to communication(s) filed on 

2a)0 This action is FINAL. 2b)0 This action is non-final. 

3) G Since this application is in condition for allowance e>cept for formal matters prosecution as to the merits is 

closed in accordance with the practice under Ex pane Quayie. 1935 C D 11 453 0 G 213 
| Disposition of Claims 

4) 3 Ciaim(s) 14-34 is/are pending in the application. 

4a) Of the above claim(s) is/are withdrawn from consideration. 

5) 0 Ciaim(s) is/are allowed. 

6) 0 Claim(s) 14-34 is/are rejected. 

7) 0 Claim(s) is/are objected to 

8) 0 Claim(s) are subject to restriction and/or election requirement 

Application Papers 

9) 0 The specification is objected to by the Examiner 

10)O The drawing; Si filed on is^are a accepted o-- cO objected to bv the Examiner 

; Applicant may not request that any objection to the drawirgiS! be heid ;n abeyance See 3 7 CFR ■ 8 5 a ) 

| 11)0 The proposed drawing correction filed on is a approved cO ciis3pp r oved by the Lxarn-e- 

I if approved, corrected drawings are required in reply to this Office action. 

! 12)0 The oath or declaration is objected to by the Examiner 
! Priority under 35 U.S.C. §§ 119 and 120 



I 



| 13)0 Acknowledgment is made of a claim for foreign priority under 35 U.S.C, § 1 19(a)-(d) or (f). 
a)QA!l b)0 Some*c)0 None of 

1 O Certified copies of the priority documents have been received 
2.0 Certified copies of the priority documents have been received in Application No 



3.0 Copies of the certified copies of the priority documents have been received n this National Stage 
application from the International Bureau iPCT Rule 17 2(a)). 
* See the attached detailed Office action for a list of the certified copies not received 

! 14)0 Acknowledgment is made of a claim for domestic priority u n de r 35 U S C y 1 i9e> 'to a rcv sc^a^ apohcat" 

' a ^ O The translation of the f oreign language prcvis i o n a l acc 1 cat>c n "as t?ee~ r ~ece : ved 

1 5)0 Acknowledgment is made of a claim for domestic prio^ty unoer 35 u S C ^ "cOanoo r '2; 

\ Attachments! 

1> O Notice of References C'ted (PTO-892) 4; H Interview Su'r-ma'y PTO-4 : 3' Pacer Ncs ; 

2 1 O Notice cf Draftsperson s Patent Drawing Review iPTO-943 1 5 1 _ Not'ce o f h^o r r* , a ! Patent AccCcat o" PTO- 1R C 

3; O ^-crrriatiori Disclosure StatementiSi ;PTO-1449^ Paper No.s: 2 C:0 0:^e r 

PTO-326 Rev C4-C 1 ■ Office Action Summary Pat r f Pace- N: 
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DETAILED ACTION 



1) Acknowledgement is made of preliminary Amendment received 1/3/2001. Paper 
No. 5. Applicants cancel claims 1-13, and offer new claims 14-34, for consideration. 

Specification 

2) This application does not contain an abstract of the disclosure as required by 37 
CFR 1.72(b). An abstract on a separate sheet is required. 



The following is a quotation of the second paragraph of 35 U.S.C. 112: 

The specification shall conclude with one or more claims particularly pointing out and distinctly 
claiming the subject matter which the applicant regards as his invention. 

3) Claims 14-34, are rejected under 35 U.S.C. 112. second paragraph, as being 

indefinite for failing to particularly point out and distinctly claim the subject matter which 

applicant regards as the invention. 

The claims are generally narrative and indefinite, failing to conform with current 
U.S. practice. They appear to be a literal translation into English from a foreign 
document and are replete with grammatical and idiomatic errors. 

Claim 14 recites the limitation "the surfaces" in line 3; the limitation "the 
calendered surface" in line 5; the limitation "the base web" in line 5; the limitation "the 
coated surface" in line 7; the limitation "the base web" in line 7. There are insufficient 
antecedent bases for these limitations in the claim. 



Claim Rejections - 35 USC §112 
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Claim 15 recites the limitation "the uncoated surface" tn line 1. There is 
insufficient antecedent basis for this limitation in the claim. 

Claim 18 recites the limitation "the web" in line 2. There is insufficient antecedent 
basis for this limitation in the claim. 

Claims 21-22, line 2: should the term l, in" be replace with "is" 

Claims 25-26; improper Markush language is used. 

Claim 27 recites the limitation "the surfaces" in line 3: the limitation "the 
calendered surface" in line 5; the limitation "the base web" in line 6: the limitation "the 
coated surface" in line 7. There are insufficient antecedent bases for these limitations in 
the claim. 

Claim Rejections - 35 USC § 103 

The following is a quotation of 35 USC 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action. 

(a) A patent may not be obtained though the invention is not identically aisciosea or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains 
Patentability shall not be negatived by the manner in which the invention was made 

4) Claims 14-15. 18-22, 27-28, 31-32, are rejected under 35 U S C 103(a) as being 

unpatentable over Eriksson (WO 96/28609) in view of Van Haag (5,582,689). 

Claims 14-1 5, 27-28: Eriksson discloses a process of making coated paper 

board, where the board is first calendered, followed by said board being coated by a 

coating device and then calendered in a heated calender (Eriksson, pg. 5. lines 8-18) 

The calendars have a nip of length from 3 to 10 cm (Eriksson, pg 3. lines 24-25) 
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Additionally, the claim recites limitation that the calendaring before coating to be 
performed with a shoe calender. Van Haag discloses a shoe calender (Van Haag. 
Abstract, and Figures 1 and 2). It would be obvious to combine the teachings of Van 
Haag with Eriksson into the design of Eriksson, because such a combination would 
provide an additional means of calendering the board prior to coating, and Eriksson 
discloses that such pre-calendering may be performed by any type of calender 

(Eriksson, pg, 5, lines 17-18). 

Claims 18-20. 31-32: the shoes of Van Haag are divided into sectors in a travel 

direction where compression load is independently controllable (Abstract, col. 2. line 58 

to col. 3, line 40. and Figures 1 and 2) 

Claims 21-22; Van Haag does not disclose specific pressures applied, however it 

would have been inherent that even if no numerical numbers are specified, the 

reference can meet the zero value of the range claimed. Eriksson discloses pressure 

of 1,000 kPa (col. 6, line 20). 

5) Claims 16-17, 23-26, 29-30, 33-34, are rejected under 35 U.S.C. 103(a) as being 
unpatentable over Eriksson in view of Van Haag. as applied to claim 14 above, and 
further in view of Koivukunnas (5.483,873). 

Claims 16-17. 29-30. 33-34: Koivukunnas discloses a belt calender having a nip 
between two rolls (col. 5, lines 43-67. and Figure 3). It would have been obvious to 
combine the teachings of Koivukunnas with Eriksson in view of Van Haag, because 
such a combination would provide support and control of the web in the calendering 
process of Eriksson. 
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Claims 23-24: Koivukunnas discloses heating of the web in the calendering 
operation until the web reaches glass transition temperature (Abstract, col 6, lines 
1-39). 

Claims 25-26: Koivukunnas discloses wetting of the web with aid from a heated 
backing roll (col. 6. lines 1-39). 

Conclusion 

6) The prior art made of record and not relied upon is considered pertinent to 
applicant's disclosure. Aberg (WO 95/34715) discloses pressure forces in a calender 
nip; Hirvonen (5,938,895) discloses a calender system: Bubik (5.163.364) discloses a 
long nip calender. 

7) Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Mark Halpern whose telephone number is 703-305- 
4522. The examiner can normally be reached on Mon-Fri. (9:00-5:30). 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Stanley Silverman can be reached on 703-308-3837. The fax phone 
numbers for the organization where this application or proceeding is assigned are 703- 
308-771 8 for regular communications and 703-305-3599 for After Final 
communications. 

Any inquiry of a general nature or relating to the status of this application or 
proceeding should be directed to the receptionist whose telephone number is 703-308- 
0651. 
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